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©rnteb States Court of Appeals; 

FOE THE DISTRICT OF COLUMBIA CIRCUIT 

Appeal No. 10,069 

Lanolin Plus Cosmetics, Inc., appellant 

v. i 

La whence C. Kingsland, Commissioner of Patents, 
and Botany Mills, Inc., appellee^ 

' 

APPEAL FROM AN ORDER OF THE UNITED STATES DISTRICT 
COURT FOR THE DISTRICT OF COLUMBIA 

BRIEF FOR THE COMMISSIONER OF PATENTS 

STATEMENT 

This is an appeal from an order of the United States 
District Court for the District of Columbia (39) 1 
granting appellee’s motion (33) to dismiss the com¬ 
plaint (28) in Civil Action No. 2746-48, filed July 6, 
1948, instituted against the Commissioner of Patents 
and Botany Mills, Inc., and seeking to compel regis¬ 
tration of the trade-mark “Lanolin Plus” for cos¬ 
metics. Appellant’s application for registration was 
opposed by the defendant Botany Mills, Inc., a corpo¬ 
ration, organized under the laws of the State of New 

1 The numbers in parentheses refer to pages in tljie appellant’s 
appendix. 
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Jersey and having its principal place of business in 
that State. The defendant Botany Mills, Inc., alleged 
that it would be damaged if plaintiff’s registration 
were allowed. As the principal basis for the opposi¬ 
tion, it was alleged by the defendant Botany Mills, 
Inc., that the word “Lanolin” was used generically 
throughout the trade and that the granting of a trade¬ 
mark registration for a composite mark dominated by 
the word “Lanolin” would result in damage to all 
manufacturers describing their products as consisting 
of or containing “Lanolin.” Both the Examiner of 
Interferences and, on appeal, the Commissioner of 
Patents sustained the opposition on this ground. 

Botany Mills, Inc., the victorious party in the op¬ 
position proceeding, was joined as a defendant in the 
present proceeding but the complaint against it was 
dismissed on the ground of lack of jurisdiction (32, 
39). Simultaneously, a motion filed by the defendant 
Kingsland to dismiss the action as against him (34) 
was granted (39) on the ground that the Commissioner 
of Patents could not be sued alone in the absence of 
the successful opposer as a necessary party. 

Plaintiff has appealed from the dismissal of the 
complaint as to both defendants. 

The sole question before this court, as far as the 
defendant Kingsland is concerned, is whether the 
lower court was correct in holding that the successful 
opposer was a necessary party to the present proceed¬ 
ing. Defendant Kingsland submits that the District 
Court was correct in its finding and that its ruling 
should be affirmed. 
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SUMMARY OF ARGUMENT 


1. In this and previous eases the defendant Kings- 

land has taken the position that an action under Sec¬ 
tion 4915 R. S. seeking review of a decision of the 
Commissioner of Patents sustaining an opposition to 
registration of a trade-mark cannot be brought against 
the Commissioner of Patents alone and that the suc¬ 
cessful opposer is a necessary party to sueh action. 
This Court in its recent decision in Barron Gray Pack¬ 
ing Co. v. Kingsland, 79 USPQ 100 (C. A., D. C. 1948) 
held that, contrary to this view, only the Commis¬ 
sioner of Patents was an indispensable party in a 4915 
action arising out of an inter partes proceeding in the 
Patent Office. In view of the great importance of the 
question involved not only in trade-mark cases hut 
particularly in 4915 proceedings involving patents, the 
Solicitor General has applied to the United States Su¬ 
preme Court for a writ of certiorari in the Barron 
Gray case. Should the Supreme Court grant the 
request, this issue will be finally decided in ifhe spring 
of 1949. ! 

2. But even if the decision by this court in the 
Barron Gray case, supra, had become final the present 
case is not controlled by the Trade-Mark Act of 1905 
which governed the proceeding in the Barron Gray 
case, but is controlled by section 21 of the new 
Trade-Mark Act of 1946. 

3. The decisions of the Patent Office authorities 
which the present action seeks to set aside are not ex 
parte but inter partes decisions so that under section 
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21 of the Trade-Mark Act of 1946 the Commissioner 
is not a necessary party but may intervene. 

ABGUMENT 

I. As more fully stated in the defendant Kings- 
land’s brief in the Barron Gray case, supra, it is his 
position that both under the old Act of 1905 and under 
the new Act of 1946 the principal issue involved in 
an opposition proceeding is the alleged damage to the 
opposer and that this issue of the opposer’s injury 
involves primarily an issue of private rather than 
public interest. It should not be decided in the 
absence of the very party who first raised the issue. 
However, this Court in its recent decision in the 
Barron Gray case, supra, did not accept this view but 
held that only the Commissioner of Patents was an 
indispensable party in proceedings of this kind. 

Inasmuch as this Court’s decision in the Barron 
Gray case not only affects inter partes decisions by the 
Patent Office tribunals in trade-mark cases but may 
cast a cloud upon the rulings and outcome of numer¬ 
ous actions under Section 4915 R. S. instituted in vari¬ 
ous parts of the United States in patent interference 
cases without joining the Commissioner of Patents, 
a petition for certiorari has been filed by the Solicitor 
General in the Barron Gray case seeking final adjudi¬ 
cation by the United States Supreme Court of this 
question of jurisdiction. 

II. It is the position of the defendant Kingsland 
that even if the decision of this Court in the Barron 
Gray case should be upheld or not reviewed by the 
Supreme Court, the present proceeding should be con- 
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sidered governed by the provisions of the new Trade- 
Mark Act of 1946 rather than those of the Act of 
February 20, 1905. The new Act, if it governs here 
as the defendant Kingsland contends, makes it abso¬ 
lutely clear that the Commissioner of Patents shall 
not be a necessary party in any action under section 
4915 R. S. which seeks to review an inter partes de¬ 
cision in an opposition, interference, or cancellation 
case. Since the vast majority of such cases involves 
issues of priority rights between two parties or of 
injury or damage to an opposer or petitioner for can¬ 
cellation, it was intended to protect the Commissioner 
of Patents against the burden of defending the inter¬ 
ests of one of the parties to an inter partes proceed¬ 
ing who may have been found damaged or injured. 
Moreover, it was realized that it would seem unreason¬ 
able to make the Commissioner who decided the case 
below as between two contesting parties the Only party 
defendant in a section 4915 case. During the 1941 
hearings (Hearings before the Subcommittee on 
Trade-Marks, Committee on Patents, on H. R. 102, 
H. R. 5461,. and S. 895, 77th Cong., 1st Sess., Nov. 4, 
12, 13 and 14, 1941, at p. 142) former Assistant Com¬ 
missioner Fenning said: 

I am suggesting that we do add in section 21 
the words, “The Commissioner shall not be a 
party in inter partes cases.” You see, when it 
is an inter partes case the parties themselves 
have fought in the Patent Office. The Com¬ 
missioner has been the judge who hid decided 
the case, and it would seem unreasonable to let 
the judge be the only party defendant: 
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The same view was expressed, among others, by the 
late Assistant Commissioner Frazer, who was specif¬ 
ically asked for comment by Chairman Lanham with 
regard to the advisability of a provision of this kind. 
Mr. Frazer said: 

We feel very strongly that the Commissioner 
of Patents should not be joined as a party in 
any inter partes 4915 case. We see no necessity 
for if. (Ibid., at p. 143.) 

This legislative recognition of the fact that the 
public interest, if any, in the ordinary opposition, 
interference, or cancellation proceeding is secondary 
to the disposition of a controversy between two con¬ 
testing parties would seem to remove all doubt as to 
the position of the Commissioner of Patents in inter 
partes cases which come within the scope of the new 
Act of 1946; the Commissioner is given a right to 
intervene but he cannot be made a party against his 
will, nor is he a necessary party in such proceedings. 

The appellant contends, however, that since the 
present case involves an application filed under the 
former Act of 1905 and seeking registration under 
that Act, all further proceedings herein should be 
governed by that Act. In support of this allegation, 
appellant relies on section 47 (a) of the new Act which 
provides as follows: 

All applications for registration pending in 
the Patent Office at the effective date of this 
Act may be amended, if practicable, to bring 
them under the provisions of this Act. The 
prosecution of such applications so amended 
and the grant of registrations thereon shall be 
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proceeded with in accordance with the provi¬ 
sions of this Act. If such amendments are not 
made, the prosecution of said applications shall 
be proceeded with and registrations thereon 
granted in accordance with the Acts under 
which said applications were filed, and said 
Acts are hereby continued in force to this ex¬ 
tent and for this purpose only, notwithstanding 
the foregoing general repeal thereof. 

It is argued that since the present application has not 
been so amended it must be proceeded with in accord¬ 
ance with the old Act This, we submit, is an erro¬ 
neous interpretation of the new Act. The question 
here involved is governed by the first sentence of sec¬ 
tion 46 (a) which reads as follows: 

This Act shall be in force and take effect one 
year from its enactment, but except as other¬ 
wise herein specifically provided shall not affect 
any suit, proceeding, or appeal then pending. 
(Italics supplied.) 

It seems abundantly clear from this section that a 
suit under R. S. 4915, if it had been pending on 
the effective date of the new Act, would not be 
affected thereby but that any 4915 suit instituted 
after such effective date falls under the procedural 
provisions of the new law including particularly 
section 21 thereof. Certainly the present suit which 
was instituted as late as July 1948 cannot be said 
to have been “pending” in July 1947. Not being 
a then pending suit, it is governed by the procedural 
provisions of the new Act. Nor can it be said that 
the present case involves an “appeal” which was 
pending when the new law became effective. It has 
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been held time and again by this Court and many 
other courts that a suit under R. S. 4915 is not in 
the nature of an appeal but an entirely new pro¬ 
ceeding resulting in a trial de novo. Suffice it to 
refer to Nichols v. Minnesota Mining & Mfg. Co., 109 
F. 2d 162 (CCA 4th, 1940) where it was said: 

* * * A suit under R. S. 4915 is not 

in the nature of an appeal but of a trial de 
novo; and the court has all the customary power 
of an equity court to hear the evidence fully 
and make its own findings * * * (p. 187) 

In The American Steel and Wire Co. of N. J. v. Coe, 
105 F. 2d 17,70 App D C138 this Court said: 

* * * The proceeding under Section 4915, 
R. S., is a proceeding de novo in equity and, 
while the inquiry therein must be confined to 
the invention claimed in the Patent Office, 
nevertheless, “It is not a technical appeal from 
the Patent Office, like that authorized in § 4911, 
confined to the case as made in the record of 
that office, but is prepared and heard upon all 
competent evidence adduced and upon the whole 
merits.” (p. 84) 

The same view was also very lucidly stated in Ger- 
hardt et d v. Goserud, 24 F. Supp. 161 (D. C. Minn., 
1938) as follows: 

* * * However, a suit under said section 
of the statute is more than a mere appeal—it 
is an application to the court to set aside 
the action of one of the executive departments 
of the government, the one charged with the 
administration of the patent system. It is a 
new proceeding instituted in the courts to set 
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aside the conclusions reached by an adnjiinistra- 
tive department of the government, and one 
charged with the administration of the patent 
system. It is a new proceeding instituted in the 
courts to set aside the conclusions reached by 
an administrative department of the govern¬ 
ment, and to give to plaintiffs the rights 
awarded to the defendant by the Patent Offi¬ 
cers. It is a controversy between individuals 
over a question of fact which has been settled 
by a special tribunal entrusted with full power 
in the premises. Morgan v. Daniels, 3,53 U. S. 
120, 38 L. Ed. 657. (p. 108.) 

We submit, therefore, that a suit under R| S. 4915 
which is instituted after the effective date of the new 
Act is governed by the new Act’s procedural provi¬ 
sions, even though such suit is brought to compel regis¬ 
tration under the old Act of February 20,1909. There 

I 

is nothing to the contrary in section 47 (a) as tfhe appel¬ 
lant seems to allege. That section deals with the 
further prosecution and registration of unconverted 
applications under the old Act in the Pateht Office ; 
it provides in effect that the registrability standards 
and office procedures prevailing under the old, law shall 
govern the registration. But it does not make the 
provisions of the old law applicable to a suit instituted 
after final determination by the Office which is in the 
nature of a civil action to set aside an administrative 
determination. The prerequisites and conditions for 
such civil action must now be found in the provisions 
of the new law. 

III. Appellant argues that even under the new law 
the decision of this Court should be the sjame as it 
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had been in the Barron G-ray case. If this controversy 
were in fact of an ex parte nature and if the appel¬ 
lant’s appeal had been actually directed against an 
ex parte decision by the Commissioner, we would 
agree that the Commissioner would be a necessary 
party to such an action even under the new law. This, 
however, is not such a case. The actual decision of 
the Commissioner was an inter partes decision sus¬ 
taining the defendant Botany Mills’ opposition on the 
ground that it would be damaged thereby (the basis 
for the finding being the descriptive nature of the 
mark). It is true that at the end of his decision 
sustaining the opposition the Commissioner also re¬ 
marked that the mark might have been held invalid ex 
parte if the opposer’s opposition were not sustained. 
The Commissioner said: 

In the event that future proceedings should 
make it material, however, it is to be noted that 
even though no damage to opposer were shown 
it would be the duty of the Patent Office, when 
the descriptive nature of the mark has been 
called to its attention to refuse registration as 
an ex parte matter, and that I agree with the 
examiner of interferences that, irrespective of 
the rights of the parties in the opposition pro¬ 
ceeding, the applicant would not be entitled to 
registration of its mark. 

This is, of course, only an obiter dictum stating the 
Commissioner’s views on the ex parte issue of registra¬ 
bility if his decision sustaining the opposition should 
be reversed. But it does not change the nature of the 
proceeding from an inter partes to an ex parte case. 






Nor is this expression of opinion by the Commissioner 
couched in such language as to constitute a separate 
appealable rejection of the applicant’s mark ex parte. 

CONCLUSION 

In conclusion, it is submitted that, this Court’s re¬ 
cent decision in the Barron Gray case notwithstanding, 
the present suit against the Commissioner of Patents 
should be dismissed on the ground that the suit is 
governed by section 21 of the new Trade-Mark Act 
and involves the setting aside of an inter partes de¬ 
cision by the Commissioner. By the express language 
of the new Act the Commissioner of Patents may not 
be made a defendant to such a suit without his cojnsent. 

The order of the District Court dismissing the com¬ 
plaint as against defendant Kingsland should be 
affirmed. 

Respectfully submitted, 

W. W. Cochran, 

Solicitor, United States Patent Office. 

Walter J. Derenberg, 

Of Counsel. 

January 1949. 
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